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DETAILED ACTION 

Acknowledgment of Amendment 

1 . Applicant's Amendment After Final Action, received July 14, 2008, is 
acknowledged. The arguments presented have been fully considered and have found to 
be persuasive. The finality of the office action of May 14, 2008, is withdrawn. 

2. No claims are added or canceled. Claims 1-19 are currently pending. 

Claim Objections 

3. The following claims are objected to because of the following informalities: 

a. Claims 1 , 5 and 11-14 use the words "inorganic particles" and "inorganic 
material" interchangeably for what is contained in the suspension. Consistent 
terminology should be used when addressing the same elements. 

b. Claim 6, the phrase "a high-intensity discharge lamp comprising an 
elongate ceramic discharge vessel surrounded by an outer envelope and having 
a wall" is unclear. Specifically as to which of the three listed elements has the 
wall, the lamp, the discharge vessel or the outer envelope. For examination, it is 
assumed that the wall is a component of the discharge vessel. 

c. Claim 6, the "ceramic wall" lacks antecedent basis. 

d. Claim 10, the word "beamer" is not conventional English. It appears to be 
either slang or derived from a foreign language. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 19 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

6. The specification briefly mentions that the ceramic discharge vessel and the 
coating may be formed of several different materials (page 2, lines 2-24), however the 
specification only goes on to explain how the invention may be performed using 
alumina. The disclosure is not enabling for the invention claimed in claim 1 9 where the 
non-conductive inorganic particles are made of YAG (Y3AL5O12), Y 2 0 3 , AION, or PLZT 
(Pb-La-Zr-Ti). 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-3 and 11-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Persiani et al., U.S. Patent No. 4,736,136. 

9. With regard to claim 1 , in figures 1 and 2, Persiani discloses a process of 
manufacturing a high-intensity discharge lamp comprising an elongate ceramic 
discharge vessel (20) surrounded by an outer envelope (col. 6, line 15) and having a 
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wall which encloses a discharge space containing an inert gas, such as xenon, and an 
ionizable filling (col. 6, lines 6-7), wherein at both ends in said discharge space an 
electrode (60) is arranged, between which electrodes (60) a discharge arc can be 
maintained along a discharge path, characterized in that, in order to improve light 
transmission of the discharge vessel, said process comprises the step of placing the 
discharge vessel (20) in contact with a suspension of inorganic particles and allowing 
the suspension to enter pores in said wall, thus completely coating (80) the surface of 
said wall (col. 3, line 55 - col. 4, line 65). 

10. With regard to claim 2, in figures 1 and 2, Persiani discloses that the suspension 
is applied to the surface of the discharge vessel (20) in a dipping or spraying operation 
(col. 3, lines 66-68). 

1 1 . With regard to claim 3, in figures 1 and 2, Persiani discloses that the coated 
discharge vessel (20) is subsequently sintered in order to allow the coating (80) to 
become an integral fused part of the ceramic wall of the discharge vessel (20) (col. 4, 
lines 8-9). 

12. With regard to claim 1 1 , in figures 1 and 2, Persiani discloses that the 
suspension consists of an inorganic material is dispersed in a liquid medium (col. 3, 
lines 66-68; col. 4, lines 35-42). 

13. With regard to claim 12, in figures 1 and 2, Persiani discloses that the discharge 
vessel is made of the inorganic material (col. 2, line 52). 

14. With regard to claim 13, in figures 1 and 2, Persiani discloses that the inorganic 
material is Al 2 0 3 (col. 4, lines 41-42). 
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15. With regard to claim 14, in figures 1 and 2, Persiani discloses that the inorganic 
particles are non-conductive (col. 4, lines 41-42). 

16. With regard to claim 15, in figures 1 and 2, Persiani discloses that the inorganic 
particles are non-conductive (col. 4, lines 41-42). 

17. With regard to claim 16, in figures 1 and 2, Persiani discloses a process of 
manufacturing comprising: providing an elongate ceramic discharge vessel (20) having 
a wall including pores (shown in fig. 2); mixing a suspension consisting of 
nonOconductive inorganic particles dispersed in a liquid medium; filling the pores with 
the suspension to form a coating (80); and sintering the elongate discharge vessel to 
form the coating into an integral fused part of the wall (col. 3, line 56 - col. 4, line 64). 

18. With regard to claim 17, in figures 1 and 2, Persiani discloses that the elongate 
ceramic discharge vessel (20) and the non-conductive inorganic particles are made of 
the same material (col. 3, lines 28-30). 

19. With regard to claim 18, in figures 1 and 2, Persiani discloses that the same 
material is Al 2 0 3 (col. 3, lines 28-30). 

Claim Rejections - 35 USC § 103 

20. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21 . Claims 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Persiani as applied to claims 1 and 3 above, in view of itself. 
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22. With regard to claim 4, in figures 1 and 2, Persiani discloses all of the limitations, 
including that the sintering of the coated discharge vessel may be performed at a 
sintering temperature of 500° C or 1000° C (col. 5, lines 44) and that in operation the 
lamp is exposed to temperatures as high as 1200° C which does not affect the 
transmission of the coating (col. 6, lines 31-33). 

23. While Persiani teaches that the sintering of the coated discharge vessel may be 
performed at a temperature as low as 500 0 C, one having ordinary skill in the art would 
understand that a sintering temperature as high as 1200° C may be used to achieve the 
same result with little or no effect on the performance of the discharge vessel, and that 
a higher sintering temperature may reduce the time necessary to form the coating. 

24. At the time of invention, it would have been obvious for a person having ordinary 
skill in the art to construct the Persiani lamp where the coated discharge vessel is 
sintered at a sintering temperature varying between 1 150 and 1500° C, with little or no 
effect on the performance. 

25. With regard to claim 5, in figures 1 and 3, Persiani discloses that the inorganic 
particles are Al 2 0 3 particles (col. 3, line 29), and wherein Al 2 0 3 grains in the sintered 
material have an average grain size varying between 0.3 and 10 microns (urn) (col. 3, 
lines 39-40). 

26. With regard to claim 6, in figures 1 and 2, Persiani discloses a high-intensity 
discharge lamp comprising an elongate ceramic discharge vessel (20) surrounded by 
an outer envelope (col. 6, line 15) and having a wall which encloses a discharge space 
containing an inert gas, such as xenon, and an ionizable filling (col. 6, lines 6-7), 
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wherein at both ends in said discharge space an electrode (60) is arranged, between 
which electrodes (60) a discharge arc can be maintained along a discharge path, 
characterized in that a coating (80) of inorganic particles completely covers and is made 
an integral fused part of the ceramic wall of the discharge vessel (20), which integral 
fused part has a pore-filling effect (see fig. 2) (col. 2, line 49-col. 3 line 1; col. 3, lines 28- 
54). 

27. Persiani is silent as to the porosity if the finished ceramic wall. Persiani teaches, 
however, that the ceramic wall has a high density (col. 2, line 52) and further teaches 
that the coating acts to reduce to porosity of the wall so that sodium cannot migrate 
through the wall (col. 2, lines 1-4). 

28. The ceramic wall of Persiani may inherently have a porosity that is smaller than 
1 .01 %. Alternatively, at the time of invention, it would have been obvious for a person 
having ordinary skill in the art to construct the Persiani discharge vessel with a suitable 
coating such that porosity of the finished ceramic wall of the discharge vessel is smaller 
than 0.01%, to prevent sodium migration though the wall, as taught by Persiani. 

29. With regard to claim 7, in figures 1 and 2, Persiani discloses that the integral 
fused part has a surface leveling and a smoothening effect (shown in fig. 2) (col. 3, lines 
28-54). 

30. Persiani does not expressly disclose experimental transmission performance 
results of total transmission of more than 98%, the total forward transmission above 
80%, and the real in-line transmission lying between 6% and 80% (for a wall thickness 
of 0.3 mm and a wavelength of 640 nm). 
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31 . Persiani discloses a total transmission of 96.91 % and a real in-line transmission 
of 5.80% (col. 5, line 38) for an unknown wavelength and a wall thickness of 0.51 - 0.76 
mm (col. 3, line 48). It has been held that where the general limitations of the claim are 
taught by the prior art, such as all the structural limitations, as in this case, discovering 
an optimum or workable range involves only routine skill in the art (In re Aller, 105 
USPQ 233 (CCPA 1955)). One having ordinary skill in the art would understand that 
higher transmission percentages is desirable, and that if wall of the envelope were 
made thinner the experimental transmission performance results can be optimized into 
applicant's claimed ranges. 

32. Therefore, at the time of invention, it would have been obvious for a person 
having ordinary skill in the art to construct the Persiani with a thinner envelope wall to 
optimize the transmissive properties such that the finished ceramic wall of the discharge 
vessel has a total transmission of more than 98%, the total forward transmission is 
above 80%, and the real in-line transmission lies between 6% and 80% (for a wall 
thickness of 0.3 mm and a wavelength of 640 nm). 

33. Claims 8-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Persiani as applied to claim 6, in view of Kawashima et al., U.S. Patent No. 6,294,870 
B1. 

34. With regard to claim 8, all of the limitations are disclosed by Persiani, as 
discussed in the rejection of claim 6, except that it does not expressly disclose that said 
lamp is mounted in a lamp assembly for projection purposes. 
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35. Kawashima, in figure 13, teaches a high intensity discharge lamp (1) mounted in 
a lamp assembly (77) for projection purposes (col. 24, lines 16-25). 

36. At the time of invention, it would have been obvious for a person having ordinary 
skill in the art to construct the Persiani lamp mounted in a lamp assembly for projection 
purposes, as taught by Kawashima, so that the light may be emitted in one particular 
direction for a functional purpose, such as a headlight or in a projector. 

37. With regard to claim 9, all of the limitations are disclosed by Persiani, as 
discussed in the rejection of claim 6, except that it does not expressly disclose that said 
lamp is mounted in a vehicle headlight. 

38. Kawashima, in figures 1 7 and 1 8, teaches a high intensity discharge lamp (1 ) 
mounted in a vehicle headlight (98) (col. 25, line 42 — col. 26. line 17). 

39. At the time of invention, it would have been obvious for a person having ordinary 
skill in the art to construct the Persiani lamp mounted in a vehicle headlight, as taught 
by Kawashima, because this type of lamp would provide excellent light for this purpose. 

40. With regard to claim 10, all of the limitations are disclosed by Persiani, as 
discussed in the rejection of claim 6, except that it does not expressly disclose that said 
lamp is mounted in a beamer multimedia projector. 

41 . Kawashima, in figure 16, teaches a high intensity discharge lamp (84) mounted 
in a beamer multimedia projector (col. 25, lines 33-41). 

42. At the time of invention, it would have been obvious for a person having ordinary 
skill in the art to construct the Persiani lamp mounted in a beamer multimedia projector, 
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as taught by Kawashima, because this type of lamp would provide excellent light for this 
purpose. 

Conclusion 

43. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

44. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

45. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas A. Hollweg whose telephone number is (571) 
270-1739. The examiner can normally be reached on Monday through Friday 7:30am- 
5:00pm E.S.T.. 

46. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nimesh Patel can be reached on (571) 272-2457. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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47. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/TH/ 



/NIMESHKUMAR D. PATEL/ 

Supervisory Patent Examiner, Art Unit 2879 



